
Unit 9 Intellectual Property Enforcement

The Modern Phenomenon of IP Counterfeiting and Piracy

In 1986, when the Uruguay Round of the GATT was launched, the USA estimated that 
its annual losses from counterfeiting and piracy were around $60 billion per annum. In 
1998 the OECD estimated counterfeits accounted for 5 to 7% of world trade. At the 2003 
Davos summit the annual trade in counterfeits was estimated to be worth $US 450 billion 
annually. The true extent of counterfeiting and piracy, because it is a clandestine and 
criminal activity is impossible to calculate with accuracy. Some impression of the 
dimensions of the modern phenomenon may be gleaned from Customs' statistics on 
seizures of fakes.  For example, in a communication in October 2005 by the European 
Commission compiled from the reports which EU Member States' customs 
administrations transmitted to it on their interception of fakes at Community borders over 
the previous five years1 The EC noted the following trends:

Quantitative changes:
• Seizures have increased by 1000 % in that period
• Customs now seize more than 100 million articles per year
• Asia, China in particular, is the major producing region
• From 2003 to 2004, the number of customs cases involving fakes more than 
doubled to 22 000 cases annually
• Increasing problems linked to the need for an environmentally-friendly 
destruction of large quantities of seized goods
Qualitative changes
• Large increase in fake goods which are dangerous to health and safety
• Most products seized are now household items rather than luxury goods
• Growing numbers of sophisticated hi-tech products
• Production is on an industrialised scale
• High quality of fakes often makes identification impossible without technical 
expertise

The EC surmised that among the reasons for the large increase in trade in fakes were (i)
the high profits and comparatively low risks involved, particularly when it comes to 
penalties in some countries; (ii) from a general global growth in industrialised capacity to 
produce high quality items; and (iii) by the growing interest of organised crime in taking 
a share of these high profits. Because of the latter, the EC has identified serious public 
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health and security risks particularly involving seizures of dangerous goods include 
counterfeit pharmaceuticals, foodstuffs, washing powder, and unsafe toys.

Enforcement Under the TRIPS Agreement

Overview

The principal motive for including intellectual property rights as a subject of the Uruguay 
Round of the GATT was the perception that the existing international intellectual 
property regime lacked effective enforcement. The Ministerial Declaration of 20 
September 1986 which launched the Uruguay Round explained that

In order to reduce the distortions and impediments to international trade, and 
taking into account the need to promote effective and adequate protection of 
intellectual property rights, and to ensure that measures and procedures to enforce 
intellectual property rights do not themselves become barriers to legitimate trade, 
the negotiations shall aim to clarify GATT provisions and elaborate as appropriate 
new rules and disciplines.
Negotiations shall aim to develop a multi lateral framework of principles, rules 
and disciplines dealing with international trade in counterfeit goods, taking into 
account work already undertaken in the GATT.

Consequently, Part III of the TRIPS Agreement obliges Members to establish a 
comprehensive enforcement regime. 

The five paragraphs of Article 41 enunciate the general enforcement obligations which 
are incumbent upon Members. Articles 42 to 50 set out the civil and administrative 
procedures and remedies which are required to be offered intellectual property rights 
holders.  Article 61 requires the institution of criminal procedures and remedies in the 
case of wilful trademark counterfeiting or copyright piracy on a commercial scale’. A 
significant innovation is the scheme for the border control of intellectual property 
counterfeiting which is contained within Articles 51 to 60, which is discussed in the next 
chapter. As a corollary to the enforcement provisions of the Agreement, measures are 
adopted in Articles 63 and 64 for the establishment of multilateral consultation and 
dispute settlement procedures. 

General Enforcement Obligations

Article 41.1 of the TRIPS Agreement imposes upon Members of the WTO the general 
obligation to make available the enforcement procedures listed in the Agreement ‘so as to 
permit effective action against any act of infringement of intellectual property rights’ 
covered by the Agreement. These procedures are required also to include ‘expeditious 
remedies to prevent infringements and remedies which constitute a deterrent to further 
infringements’. Consistent with the general trade liberalization objectives of the WTO, 
these procedures are required to be ‘applied in a manner as to avoid the creation of 
barriers to legitimate trade and to provide for safeguards against their abuse’.
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In amplification of the latter qualifications, Art.41.2 requires that ‘[p]rocedures 
concerning the enforcement of intellectual property rights shall be fair and equitable’. 
More specifically, the paragraph requires that procedures ‘shall not be unnecessarily 
complicated or costly, or entail unreasonable time-limits or unwarranted delays’.  In most 
countries some degree of delay is an inevitable consequence of the generally increasing 
work load which the court system has to bear. 

Article 41.3 requires that ‘[d]ecisions on the merits of a case shall preferably be in 
writing and reasoned’ and that they ‘shall be made available at least to the parties to the 
proceeding without undue delay’. Due process is also required by the paragraph which 
insists that ‘[d]ecisions on the merits of a case shall be based only on evidence in respect 
of which parties were offered the opportunity to be heard’.

An opportunity for judicial review of final administrative decisions and ‘the legal aspects 
of initial judicial decisions on the merits of a case’ is required by Art.41.4. However, 
para.4 provides that there is ‘no obligation to provide an opportunity for review of 
acquittals in criminal cases’.

Article 41.5 contains a general declaration of the understanding that the enforcement of 
intellectual property rights in a Member country should be in no better position than the 
enforcement of any other rights. Thus not only is there no obligation to establish a 
separate court system for the enforcement of intellectual property rights, but also Art.41.5 
provides that there is no ‘obligation with respect to the distribution of resources as 
between the enforcement of intellectual property rights and the enforcement of law in 
general’. However, this provision is subject to the preceding obligations to provide 
enforcement  procedures which are, for example, expeditious and which provide 
interested parties an opportunity to be heard  and with an opportunity for appeal on the 
merits of a case. These obligations will inevitably involve the deployment of resources 
and, depending on the existing level of funding received by the judicial sector in a 
country, may require the preferential allocation of resources to the judicial enforcement 
of intellectual property rights.

Civil Procedures

In relation to the intellectual property rights covered by the TRIPS Agreement, Article 42 
requires Members to make available civil judicial procedures for the enforcement of 
those rights to rights holders, including federations and associations having legal standing 
to assert such rights. Article 42 requires that these procedures are fair and equitable in 
that defendants are entitled to ‘written notice which is timely and contains sufficient 
detail, including the basis of the claims’. 

Representation by independent legal counsel is also required by Art.42. All parties to 
such procedures ‘shall be duly entitled to substantiate their claim and to present all 
relevant evidence’, without the procedures imposing ‘overly burdensome requirements 
concerning mandatory personal appearances’. 
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Finally, Art.42 provides that the procedure ‘shall provide a means to identify and protect 
confidential information, unless this would be contrary to existing constitutional 
requirements’. 

Evidence

(a) Discovery and interrogatories

As is conventional in civil proceedings in most jurisdictions, Art.43.1 provides for 
procedures in the nature of discovery and the administration of interrogatories, once a 
party has ‘presented reasonably available evidence to support its claims and has specified 
evidence relevant to substantiation of its claims which lies in the control of the opposing 
party’. A concern which is particularly acute in patent actions is that these pre-trial 
procedures may result in trade secrets being revealed. Article 43.1 provides that the 
production of evidence may be compelled, ‘subject in appropriate cases to conditions 
which ensure the protection of confidential information’. In the UK a plaintiff is required 
in these circumstances to show that there are ‘formidable grounds’ for suspicion that the 
defendant is infringing a plaintiff’s rights. Where there are concerns about the disclosure 
of trade secrets to a commercial rival the court may require the inspection of discovered 
evidence by an independent expert.

In the event that a party to a proceeding ‘voluntarily and without good reason refuses 
access to, or otherwise does not provide necessary information within a reasonable 
period, or significantly impedes a procedure relating to an enforcement action,’ Art.43.2 
permits Members to accord the judicial authorities ‘the authority to make preliminary and 
final determinations, affirmative or negative on the basis of the information presented to 
them’. This will include ‘the complaint or the allegation presented by the party adversely 
affected by the denial of access to information’. Article 43.2, does however provide the 
opportunity for the parties to be heard on the allegations or evidence.  

(b) Securing and Preserving Evidence

In cases of copyright piracy or trademark counterfeiting, the defendant will not usually 
remain available to answer interrogatories or to discover documents. Indeed, on 
detection, relevant evidence will immediately be removed or destroyed. To deal with this 
situation the English Court of Appeal in Anton Piller v Manufacturing Processes2  
approved a procedure whereby on an ex parte application in camera, an order would be 
granted to an applicant that the defendant, advised by his legal representative, grant 
access to the applicant to inspect the defendant’s premises to seize, copy or photograph 
material which may be used as evidence of the alleged infringement. The defendant may 
be obliged to deliver up infringing goods, and tooling and may also be obliged to provide 
information about sources of supply and about the destination of infringing products.

A similar procedure, the saisie-contrefaçon, has been developed by the French courts. 
Because of the exceptional nature of these orders, in their impact upon an individual’s 
civil rights, after the demonstration that there is a very strong prima facie case of 

                                                
2 [1976] RPC 719.
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infringement, the courts have insisted upon proof that there is a strong possibility that 
evidence in the possession of a defendant is likely to be destroyed before an application 
inter partes can be made. Additionally, the British courts have insisted upon the 
safeguards of the attendance upon a search, conducted in business hours, by both parties’ 
legal representative, sometimes with a neutral supervising solicitor who has experience in 
the execution of these orders. Refusal to comply with a seizure order order will result in a 
contempt of court. On the other hand the use of the order for abusive purposes may result 
in the grant of substantial compensation to a defendant.

The saisie-contrefaçon  and Anton Piller order is adopted in the scheme which is 
provided in Art.50 of the TRIPS Agreement for the making of  ‘provisional measures’ by 
the judicial authorities. Article 50.1 provides that the judicial authorities shall have the 
authority ‘to order prompt and effective provisional measures: ‘(b) to preserve relevant 
evidence in regard to the alleged infringement’.

As with the Anton Piller order, Art.50.2 permits the judicial authorities ‘to adopt 
provisional measures inaudita altera parte where appropriate, ...where there is a 
demonstrable risk of evidence being destroyed.’ Also the judicial authorities may have 
authority pursuant to Art.50.3 ‘to require the applicant to provide any reasonably 
available evidence in order to satisfy them with a sufficient degree of certainty that the 
applicant is the right holder’ and that an infringement has occurred or is imminent. 
Additionally, Art 50.5 provides that to assist the authority which will enforce the 
provisional measure, ‘the applicant may be required to supply other information 
necessary for the identification of the goods concerned’  

As with measures to prevent abuse and to protect a defendant’s rights, Art. 50.3 provides 
for an applicant to be ordered ‘to provide a security or equivalent assurance’ and Art.50.4 
provides that where provisional measures have been adopted inaudita altera parte, notice 
must be provided to the affected parties ‘without delay after the execution of the 
measures at the latest’. Paragraph 4 also provides for ‘a review, including a right to be 
heard’ upon the request of the defendant ‘with a view to deciding, within a reasonable 
period of notification of the measures’ whether they should be ‘modified, revoked or 
confirmed’. Additionally, if proceedings leading to a decision on the merits of the case 
have not been initiated within a reasonable period, Article 50.6 permits the defendant to 
request the revocation of the provisional measures or for a determination that they cease 
to have effect. 

Similar to the safeguards which have been developed in relation to the saisie-contrefaçon
and Anton Piller procedure, Art 50.7 provides  for the compensation of a defendant where 
‘the provisional measures are revoked or where they lapse due to any act or omission by 
the applicant, or where it is found subsequently that there has been no infringement or 
threat of infringement of an intellectual property right’. 

Injunctions

(a) Introduction
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A civil remedy which is important for the preservation of intellectual property rights is 
injunctive relief. This is particularly the case where infringement may damage or 
undermine the establishment of a commercial reputation immediately upon the launching 
of  a new product. Similarly, where the widespread counterfeiting of a trademarked 
product may have the effect of destroying the distinctiveness of a proprietor’s mark, 
thereby rendering the trademark registration voidable. Article 44 permits the conferral 
upon the judicial authorities the power ‘to order a party to desist from an infringement, 
inter alia, to prevent the entry into channels of commerce in their jurisdiction of imported 
goods that involve the infringement of intellectual property rights’. 

The injunctions which may be granted under  Article 44 are grounded upon infringing 
conduct. Where proof of consumer deception is the central feature of the infringement, 
the remedy proffered by Art. 44 may be rendered nugatory where a sufficient time is 
required to provide an opportunity for consumers to become deceived. After this has 
occurred, it might be futile to hope that this deception can be undone. In this 
circumstance the provision of interlocutory relief is essential.

(b) Provisional injunctions

Article 50.1 provides that the judicial authorities ‘shall have the authority to order prompt 
and effective provisional measures...(a) to prevent an infringement of any intellectual 
property right from occurring’. The trade-related context of this remedy is emphasised by 
the supplementary particularization in sub-paragraph (a) that provisional measures may 
be taken ‘to prevent the entry into the channels of commerce in their jurisdiction of goods 
including imported goods immediately after customs clearance.

As a matter of practice the provisional injunction, although it is only intended to have a 
preservative effect, will actually be the basis of the final determination of parties’ rights, 
as it is very seldom that after the interlocutory hearing, the defeated party will proceed to 
the determination of final relief. If an appeal is to be taken, it will usually be on the issue 
of interlocutory relief. Provision is made in Art.50.6 for a defendant to request that 
provisional measures be revoked  ‘if proceedings leading to a decision on the merits of 
the case are not initiated within a reasonable period, to be determined by the judicial 
authority’. Where such a period is not determined, Art. 50.6 prescribes 20 working days 
or 31 calendar days, whichever is the longer.

In IP actions the damage claimed will easily be compensable by way of damages, the 
court may lean against the grant of injunctive relief, this will particularly be the case 
where the grant of a provisional injunction will have a significant impact upon the 
business of the defendant. On the other hand, where the claimed infringement may be 
likely to have a significantly deleterious impact upon the business of the applicant, the 
court may consider the inconvenience to the respondent to be accommodated by an 
undertaking by the applicant or by the payment by it of monies into court in anticipation 
of compensation or costs being granted to the respondent. These principles are adopted in 
Art.50.7 which provides that

where the provisional measures are revoked or where they lapse due to any act or 
omission by the applicant, or where it is subsequently found that there has been 
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no infringement or threat of infringement of an intellectual property right, the 
judicial authorities shall have the authority to order the applicant upon request of 
the defendant, to provide the defendant appropriate compensation for any injury 
caused by these measures.

(c) Final injunctions

Article 44 permits the judicial authorities ‘to order a party to desist from infringement, 
inter alia, to prevent the entry into channels of commerce in their jurisdiction of imported 
goods that involve the infringement of an intellectual property right’. 

The remedy of injunction is usually granted on a discretionary basis. Among the factors 
considered are whether: (a) damages provides an adequate remedy; (b) the order will 
require constant supervision by the court; (c) the applicant has engaged in some 
disentitling conduct, such as its own infringing activity; and (d) the applicant has delayed 
in seeking its remedy or has acquiesced in the respondent’s conduct.

Another discretionary ground which is contained in Art.44 is that Members are not 
obliged to accord the remedy of injunction ‘in respect of protected subject matter 
acquired or ordered by a person prior to knowing or having reasonable grounds to know 
that dealing in such subject matter would entail the infringement of an intellectual 
property right’. It is difficult to see the justification for this qualification and how it will 
operate in practice. Article 50 permits the grant of provisional measures to prevent an 
infringement occurring on the application of a single party, where appropriate. A 
respondent may at that time discover that the products which it has purchased are 
infringing, but it cannot be enjoined from selling those products under Art.44, since it 
acquired the knowledge of infringement after the date of the contract of acquisition. 
Some sense may be made of this qualification by virtue of the fact that the respondent 
would still be liable to pay damages if it persisted in distributing infringing products.

Damages and Compensation

Article 45.1 provides that the judicial authorities shall have the authority to order ‘the 
infringer to pay the rights holder damages adequate to compensate for the 
injury...suffered because of an infringement of that persons intellectual property right by 
an infringer who knowingly, or with reasonable grounds to know, engaged in infringing 
activity’. 

There is no assistance contained in Art.45.1 to deal with the complex issue of quantifying 
the damages suffered as the result of an intellectual property infringement. Where the 
plaintiff and defendant are competitors, the measure of damages is likely to be what the 
defendant would have had to pay for a licence if one had been requested. Alternatively, 
the court may look to the losses which the plaintiff has suffered, which are conveniently 
assessed on the basis of the profits made by the defendant.

A particular problem arises in with assessing the losses suffered by a trader where the 
parties do not compete in the same market. For example, in the case of the counterfeiting 
of prestige branded products, invariably the defendants are the producers of large 
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quantities of inferior products which are sold to an entirely different class of consumer to 
those which purchase the genuine article. Infringement is undeniable, but the plaintiff 
will not directly have lost customers to the counterfeiter. On the other hand some 
customers may have been lost if the presence of large quantities of counterfeits has 
depreciated the cachet of the genuine product. The computation of the plaintiff’s losses in 
this situation will be extremely difficult.

Article 45.1 is couched in the language of compensation for injury suffered. An 
alternative approach may have been to provide the option for the defendant to provide an 
account of profits. Obliging a counterfeiter of low quality products to disgorge its 
profits, obviates the difficult calculation of the impact which the sale of those counterfeits 
may have upon the business of the trademark owner.

Guilty Knowledge

Article 45.1 provides for compensation orders against infringers ‘who knowingly, or with 
reasonable grounds to know, engaged in infringing activity’. A general standard of 
reasonableness is usually applied to the question of guilty knowledge. The courts have 
taken the view, for example that a person who copies a new product ought to have 
inquired whether it was patented. Conventionally, the existence of relevant knowledge is 
sought to be established by the delivery of a cease and desist letter to an infringer. A 
continuation of infringing activity after receipt of such a letter is evidence of guilty 
knowledge.

Article 45.2 permits Members to authorise the judicial authorities ‘to order the recovery 
of profits and/or payment of pre-established damages even where the infringer did not 
knowingly, or with reasonable grounds to know, engage in infringing activity’. This sort 
of remedy is usually ordered in cases of unfair competition or passing off.

Costs

Article 45.2 permits judicial authorities ‘to order the infringer to pay the rights holder 
expenses, which may include appropriate attorney’s fees’. These expenses can also 
include court filing fees, witnesses expenses and any costs involved in preparing 
evidence.

Other Remedies

Article 46, under the justification of creating an effective deterrent to infringement, 
allows Members to empower the judicial authorities ‘to order that the goods which they 
have found to be infringing be, without compensation of any sort, disposed of outside the 
channels of commerce in such a manner as to avoid any harm caused to the rights 
holder’. Alternatively, where existing constitutional requirements so permit, the 
infringing goods may be destroyed. A constitutional obstacle which exists in some 
jurisdictions is the obligation to provide ‘just terms’ for any goods which are 
compulsorily acquired.
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A supplementary power which is conferred upon the judicial authorities is the power ‘to 
order that materials and implements, the predominant use of which has been in the 
creation of the infringing goods’ be similarly disposed of outside the channels of 
commerce’ in such a manner as ‘to minimise the risks of further infringements’.

In considering requests for orders to dispose of or destroy infringing goods and 
equipment used to produce such goods, the judicial authorities are required to take into 
account ‘the need for proportionality between the seriousness of the infringement and the 
remedies ordered as well as the interests of third parties’. In the case of counterfeit 
trademark goods, Art. 46  indicates that ‘the simple removal of the trademark unlawfully 
affixed shall not be sufficient, other than in exceptional cases, to permit the release of 
goods into the channels of commerce’.

Right of Information

A particularly useful innovation is the authority which is conferred by Art.47 ‘to order 
the infringer to inform the right holder of the identity of third persons involved in the 
production and distribution of the infringing goods or services and of their channels of 
distribution’. Article 47 counsels the exercise of this power where it is not ‘out of all 
proportion to the seriousness of the infringement’. No guidance is provided as to how 
seriousness is to be evaluated nor whether the touchstone of seriousness is damage to the 
party seeking the information, or whether from the perspective of the public interest in 
suppressing wrongful acts. For example, the large-scale counterfeiting of low quality 
trademarked goods may be of minimal concern to a trader producing high quality 
products which are not likely to be confused with the counterfeiter’s products. However 
there may be a public interest in the protection of consumers from the poorer quality 
goods. There may also be a more fundamental public interest in inculcating an ethos of 
commercial morality.

Indemnification of the Defendant

Where ‘enforcement measures have been abused’ Art.48.1 provides that the judicial 
authorities shall have the authority to order a party ‘at whose request enforcement 
measures were taken’ to provide ‘adequate compensation for the injury suffered because 
of such abuse’ to a person wrongfully enjoined or restrained. Article 48.1 also provides 
for the applicant to be ordered to pay the defendant’s ‘appropriate attorney’s fees’. 

Exemption of public officials

A problem about which rights holders have complained in some jurisdictions is the 
caprice and abusiveness of the implementation of administrative procedures by public 
officials concerned in the enforcement of intellectual property rights. This is perceived to 
be particularly the case where the litigant is a foreign party. Public officials have been 
able to shelter behind the immunity which is invariably attached to their office. Article 
48.2 provides that in relation to the administration of any law pertaining to the 
enforcement of intellectual property rights, exemption will be provided to public 
authorities and officials ‘only...where actions are taken or intended in good faith in the 
course of the administration of that law’. 
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Criminal Sanctions

(a) Overview

Article 61 provides that Members shall provide for criminal procedures and penalties ‘to 
be applied at least in cases of wilful trademark counterfeiting or copyright piracy on a 
commercial scale’. Among the criminal sanctions which are listed in the Article are: 
‘imprisonment, and/ or monetary fines sufficient to provide a deterrent, consistently with 
the level of penalties applied for fines of a corresponding gravity’. Also in appropriate 
cases, Art.61 provides for ‘the seizure, forfeiture and destruction of the infringing goods 
and any materials and implements the predominant use of which has been in the 
commission of the offence’.

Article 61 also provides for criminal procedures and penalties to be applied in other cases 
of infringement of intellectual property rights, ‘in particular where they are committed 
wilfully and on a commercial scale’.

(b) Standard of proof

A consequence of providing for ‘criminal procedures’ in the case of certain wilful 
infringements is that a higher standard of proof will apply than that which is required in 
civil proceedings. In systems of justice derived from the British model the standard will 
be beyond reasonable doubt. The burden of proof will usually be carried by the 
prosecution. Where defences exist, the defendant will usually carry the burden of making 
out the defence, usually on the balance of probabilities. 

(c) Knowledge

Article 61 permits the institution of criminal penalties in the case of wilful infringement. 
As a matter of practice it is not uncommon in intellectual property disputes for a 
complainant to send a cease and desist notice to an alleged infringer to put them on notice 
that they may be infringing the complainant’s intellectual property rights. This may, 
however, be unrealistic in cases of large-scale copyright piracy and trademark 
counterfeiting, particularly where the perpetrators may be involved in organized crime.  

A particular problem in proving the wilfulness of corporate defendants is in identifying 
the persons whose state of mind is relevant to the culpability of the corporation. 
Generally speaking, a company is liable for the acts and knowledge of persons who could 
be described as part of the directing mind and will of the company. These would include 
the board of directors, the managing director and other superior officers who carry out the 
functions of management and who speak for the company. The persons who are treated in 
law as the company are to be found by identifying those natural persons who by the 
memorandum and articles of association, or as the result of action taken by the directors, 
or by the company in general meeting pursuant to the articles, are entrusted with the 
exercise of the powers of the company.

(d) Quantification of penalties
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The degree of wilfulness or deliberation in the infringing conduct will have a bearing on 
the size of any pecuniary penalties which are imposed. Also relevant as a quantification 
factor will be the multiplicity of offences by a defendant and the recurrence of similar 
offences. Article 61 also refers to the deterrent effect of penalties. This will involve a 
consideration of the capacity of the defendant to pay, the incentives for wrongdoing and 
the likelihood of recurrence.

Border Control Provisions in the TRIPS Agreement

(a) Scope
The border control provisions of the TRIPS Agreement are primarily directed against the 
trade in “counterfeit trademark and pirated copyright goods”. However, Article 51 
envisages that WTO Members may enable an application for suspension of release to be 
made “in respect of goods which involve other infringements of intellectual property 
rights”. Thus, for example, a Member may provide for the suspension of release of goods 
which infringe: patents, industrial designs, layout designs of integrated circuits, 
geographical indications and plant variety protection.

In a footnote to Section 4 of the TRIPS Agreement an exemption from the border control 
provisions is made in relation to cross-border movements of goods within a customs 
union, such as the EU or NAFTA, or ASEAN, when it’s customs union is in place.

In a footnote to Article 51 of the TRIPS Agreement Members are exempted from the 
obligation to apply its border control procedures to parallel trade in genuine products, ie 
goods put on the market in another country by or with the consent of the right holder. In 
the EU this consent has to be affirmative and not implied from conduct, on the other 
hand it permits rights holders to object to parallel imports where consumers are likely to 
be mistaken as to the characteristics or quality of the imported goods, for example, 
where trademarked goods from one country are repackaged in cartons for export to 
another country, if that repackaging is of an inferior quality, such that the condition of 
the goods is diminished. A particular problem with the parallel trade is that such goods 
are often not imported by persons who are registered with customs authorities as the 
authorised importer and sometimes they can be mixed with counterfeit goods. 

The footnote to Article 51 also permits Members to exempt from the border control 
positions, goods which are in transit. This may provide a practical problem in a customs 
union, where shipments tend to be scrutinised more carefully in the countries at the 
periphery of the union. Shippers of infringing products may take advantage of the more 
lax scrutiny in the countries of the interior of the union.

A final exemption from the border control provisions is contained in Article 60, which 
permits Members to exclude “small quantities of goods of a non-commercial nature 
contained in travellers' personal luggage or sent in small consignments”. This exclusion 
has led some miscreants to split up infringing goods into different components which are 
carried in travellers’ baggage and which are reassembled on import.
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 The terms “counterfeiting” and “piracy” in relation to goods, refer to the manufacture, 
distribution and sale of copies of goods which have been made without the authority of 
the owner of the intellectual property. These goods are intended to appear to be so similar 
to the original as to be passed off as genuine items. This includes use of famous brands 
on pharmaceutical products, clothing, perfumes, and household products, not 
manufactured by or on behalf of the owner of the trade mark, as well as exact copies of 
CDs containing music or software, which are traded in a form intended to be 
indistinguishable to ordinary consumers from the genuine product.

In a criminal law context, intellectual property counterfeiting and piracy is defined as 
contraband activities which centre on the illegal production and sale of goods which are 
intended to pass for the real product.  In this context “contraband” is goods whose 
importation, exportation or possession is forbidden. Dealings in contraband invariably 
involve smuggling, where the manufacturers and distributors of these products also seek 
to evade taxes on the production and wholesaling of these products. 

(b) Suspension of release of goods by Customs authorities

The key border control provision of the TRIPS Agreement is Article 51 which requires 
Members to

adopt procedures to enable a right holder, who has valid grounds for suspecting 
that the importation of counterfeit trademark or pirated copyright goods may take 
place, to lodge an application with competent authorities, administrative or 
judicial, for the suspension by the customs authorities of the release into free 
circulation of such goods.

As a footnote to this provision, the term ‘counterfeit trademark goods’ is defined to mean 
‘any goods, including packaging, bearing without authorization a trademark which is 
identical to the trademark validly registered in respect of such goods, or which cannot be 
distinguished in its essential aspects from such a trademark, and which thereby infringes 
the rights of the owner of the trademark in question under the law of the country of 
importation’. The term ‘pirated copyright goods’ is defined to mean ‘any goods which are 
copies made without consent of the rights holder in the country of production and which 
are made directly or indirectly from any article where the making of that copy would 
have constituted an infringement of a copyright or a related right under the law of the 
country of importation’.

In addition to the suspension of release of goods involving a suspected counterfeit 
trademark, or which are pirated copyright goods, Article 51 also provides that an 
application for suspension may also be made in respect of other intellectual property 
rights infringements, such as carrying ornamentation which infringes a registered design 
or involving production in breach of a patented process.

The Article also provides that the procedures for the suspension of imported goods also 
apply to the ‘release of infringing goods destined for exportation from their territories’. 
On its wording this provision could permit the seizure of goods originating within the 
country served by the customs authority, as well as good which are in transit, having 
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originated in another country. As a matter of practice, the customs authorities are not 
particularly well suited to dealing with goods which are being shipped from the 
hinterland as the perspective of the customs authorities tends to be outward facing. 
However, there is no reason why they cannot scrutinize goods passing in both directions. 

As is mentioned above, this Article does not apply to a Member of the WTO which ‘has 
dismantled substantially all controls over movement of goods across its border with 
another Member with which it forms part of a customs union’. 

(c) Application process

Article 52 provides that 

Any right holder initiating the procedures under Article 51 shall be required to 
provide adequate evidence to satisfy the competent authorities that, under the laws 
of the country of importation, there is prima facie  an infringement of the right 
holder’s intellectual property right and to supply a sufficiently detailed description 
of the goods to make them readily recognizable by the customs authorities.

In relation to those intellectual property rights which are obtained by registration, such as 
trademarks, registered designs and patents, it would be reasonable for a customs authority 
to require submission of documentary proof of ownership of that right, such as a copy of 
the relevant registration certificate, by an applicant for suspension. Particular problems 
will arise in relation to those rights which do not arise from registration in the 
jurisdiction. In practice, the most important of these will be well-known trademarks and 
copyrighted works.

Well-known trademarks are those which have such a great international reputation that 
they are capable of protection in a country even without registration. Where the 
proprietor of a well-known mark applies to suspend the release into free circulation of 
goods which allegedly infringe a well known trademark, the customs authorities will be 
obliged, first, to determine the well-known status of the mark; and secondly, in the 
absence of registration documents, to determine whether the goods which are the subject 
of the application, infringe the well-known trademark. This will require the border 
authorities to develop some intellectual property expertise, or the development of close 
liaison with the intellectual property authorities.

A similar problem will arise in relation to pirated goods where the border authorities will 
have to develop sufficient expertise to be able to satisfy itself on the question of 
ownership of copyright and on the subject of infringement.

Following receipt of an application for suspension, the competent authorities are required 
by Art.52 to inform the applicant ‘within a reasonable period whether they have accepted 
the application’ and, where it has been determined, the period within which action will be 
taken by the competent authorities. 

(d) Security or Equivalent Assurance
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To protect persons who are the subject of an application for suspension and also the 
competent authorities from abuse, Art.53.1 empowers the competent authorities to 
require the provision of ‘a security or equivalent assurance to protect the defendant and 
the competent authorities’. However, Art.53.1 provides  that the requirement of a security 
or equivalent assurance shall not unreasonably deter recourse to these procedures.

In certain limited circumstances, Art 53.2 provides for the release of suspended goods 
upon the payment by a defendant of an amount sufficient to protect the right holder for 
any infringement as security. This procedure applies (a) where there has been a 
suspension of goods involving industrial designs, patents, layout designs or undisclosed 
information by customs authorities on the basis of an administrative decision which has 
not been reviewed by a judicial or independent authority; (b) the period prescribed by 
Art.55 for notification to the customs authorities of commencement of proceedings to 
determine the merits has expired; and (c) all other conditions for importation have been 
complied with.  

Article 53.2 provides that the payment of such security shall not prejudice any other 
remedy available to the right holder and that the security shall be released if the right 
holder fails to pursue the right of action within a reasonable period of time.

(e) Notice of Suspension

Article 54 provides for the prompt notification of both the importer and the applicant of 
the suspension of the release of goods under Art.51.

(f) Duration of Suspension

Article 55 provides for the release of suspended goods by the customs authorities, 
provided that all other conditions for importation or export have been complied with, if 
‘within a period not exceeding 10 working days after the applicant has been served notice 
of the suspension, the customs authorities have not been informed that proceedings 
leading to a decision on the merits of the case have been initiated by a party other than 
the defendant, or that the duly empowered authority has taken provisional measures 
prolonging the suspension of the release of the goods’. The Article provides for an 
extension of the time-limit by another 10 working days in ‘appropriate cases’.

Where proceedings leading to a decision on the merits of a case have been initiated, the 
defendant is permitted by Art.55 to request a ‘review, including a right to be heard’ with 
a view to deciding, within a reasonable period, ‘whether these measures should be 
modified, revoked or confirmed’. 

Finally Art.55 provides that where the suspension of the release of goods is carried out or 
continued in accordance with a provisional judicial measure, Art.50.6 shall apply to 
require that the suspension shall be revoked or cease to have effect if proceedings leading 
to a decision on the merits of the case are not initiated within a reasonable period, to be 
determined by the judicial authority, or, in the  absence of such a determination, within 
20 working days or 31 calendar days, whichever is the longer.
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(g) Indemnification of the Importer and of the Owner of Goods

Where the importer, consignee and the owner of goods suffer injury through the wrongful 
detention of goods, or through the detention of goods released under Art.55, Art 56 
empowers the relevant authorities to order the applicant to pay those persons ‘appropriate 
compensation’.

(h) Right of Inspection and Information

A particularly useful innovation effected by the border control provisions of the TRIPS
Agreement is the authority conferred by Art.57 empowering Members to provide the 
competent authorities, where a positive determination has been made on the merits of a 
case,  with the authority to inform the right holder ‘of the names and addresses of the 
consignor, the importer and the consignee and of the quantity of the goods in question’. 
This will obviously assist a right holder in its further investigation of other persons 
involved in the counterfeiting or piracy of goods. 

The right holder is inevitably in the best position to assist in the identification of 
infringing goods, Art.57 permits Members to provide the competent authorities with the 
authority to provide the right holder with ‘sufficient opportunity to have any goods 
detained by the customs authorities inspected in order to substantiate the right holder’s 
claims’. Similarly, the competent authorities are also to be provided with the authority 
give the importer an equivalent opportunity to have the goods inspected.

(i) Ex Officio Action

Article 58 envisages that Members may permit the competent authorities to act upon their 
own initiative in suspending the release of goods where they have prima facie evidence 
that an intellectual property right is being infringed. In these circumstances the Article 
permits the competent authorities to ‘seek from the right holder any information that may 
assist them to exercise these powers’. 

Article 58(b) requires that both the importer and right holder shall be promptly notified of 
the suspension and that where the importer has lodged an appeal against the suspension 
with the competent authorities, the suspension shall be subject to the conditions, mutatis 
mutandis, set out in Art.55.

An exemption is provided by Art.58(c) to both public authorities and officials ‘from 
liability to appropriate remedial measures where actions are taken or intended in good 
faith’.

(j) Remedies

  Without prejudice to the infringement actions which may be brought by a right holder, 
and subject to the right of a defendant to seek review by a judicial authority, Art.59 
provides that the competent authorities shall have the authority to ‘order the destruction 
or disposal of infringing goods’ in accordance with the principles set out in Art.46. 
Article 46 requires any disposal of goods to be outside the channels of commerce ‘in such 
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a way as to avoid any harm caused to a right holder’. In deciding upon destruction, the 
competent authorities will take into account the seriousness of the infringement and the 
interest of third parties. In regard to counterfeit goods, Art.46 provides that ‘the simple 
removal of a trademark, unlawfully affixed shall not be sufficient, other than in 
exceptional cases to permit the release of the goods into the channels of commerce’. 
Similarly, Art.59 provides, in relation to counterfeit goods, that the authorities ‘shall not 
allow the re-exportation of the infringing goods in an unaltered state or subject them to a 
different customs procedure, other than in exceptional circumstances’.

WIPO, Consultation Meeting on Enforcement, Synthesis of Issues Concerning 
Difficulties and Practices in the Field of Enforcement, WIPO Doc. WIPO/CME/3

1. In general, the responses indicated that in many Member States, the principal 
barriers to eliminating counterfeiting and piracy do not subsist in the substantive law, but 
rather in the remedies and penalties available (or not available) to stop and deter 
counterfeiting and piracy.  It was stated that enforcement systems are, in many cases, 
ineffective due to a lack of human resources, funding and practical experience in the 
enforcement of intellectual property rights;  a general lack of training of enforcement 
officials, including the judiciary;  insufficient knowledge on the side of right holders, as 
well as the general public, concerning their rights and remedies;  legislation not being 
drafted effectively or extensively;  and systemic problems resulting from insufficient 
national and international coordination, including a lack of transparency.

2. In a number of Member States, the responses indicated that the system of justice 
is slow, uncoordinated, with long delays, minimal positive results, and is costly and not 
uniform in application, even within the borders of the same state.  Some Member States 
do not provide forex officio action at the border or, where they do, they do not always 
have the required cooperation from the right holders to pursue the matter.  In some 
Member States, it was claimed, preliminary injunctions are either granted too late or, 
where granted in time, were often difficult to enforce.  Alternatives proposed, such as 
arbitration or alternative dispute resolution systems, were seen as too often under-
developed, or their awards were not fully enforceable.  Many claimed that too often, there 
was a failure to seize and destroy contraband;  infringing goods have been simply resold, 
re-labelled or re-exported.  Further, some responses pointed out that a lack of judicial or 
administrative orders to seize and destroy implements used in manufacturing contraband 
leads to continued illegal commercial activities by the same infringer or his business 
partners.

3. Some responses asserted that an under-estimation of the value of intellectual 
property rights has contributed to ineffective enforcement.  Some of those responses 
underscored some of the related aspects of the problem:  the low level of knowledge of 
intellectual property rights and how to manage these rights;  the cost and time involved in 
initiating and prosecuting an enforcement action in the courts;  and the fear that parties 
with more resources can abuse the system and force an unfair outcome on smaller parties.  
The vast majority of responses stated that to be effective, the enforcement system should 
be practicable, fast, not expensive and predictable, and the outcomes of enforcement 
actions should be fair, just and independent of the financial strengths of the parties to the 
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dispute.  Education programs should be designed to help owners of intellectual property 
rights to understand what their rights entail and how to manage these rights, including 
which enforcement strategies to implement.  To enhance this aspect of the intellectual 
property rights system, some felt that it would be useful for governments to assess the 
value of the industries based primarily on intellectual property rights in terms of a 
percentage of the Gross Domestic Product.  This could lead to an appreciation of the 
value of intellectual property rights in terms of a country’s economic environment, as 
well as in respect to economic, social and cultural growth and development.

4. Based on the information contained in the responses, the following is a summary 
of the difficulties3 experienced by some Member States in their endeavors to effectively 
implement international obligations in the field of the enforcement of intellectual 
property rights.

A. Lack of National Coordination

5. A national enforcement policy is effective if it takes into account that enforcement 
is a coordinated effort among relevant branches of government.  Furthermore, it should 
also involve the participation of right holders or associations of right holders, who are 
well placed to air their experiences and needs in the area of enforcement and to assist in 
training and education programs.  Structured cooperation would also assist customs and 
police authorities in obtaining necessary or relevant information concerning right holders 
or, alternatively, giving them access to intellectual property databases, which would assist 
in establishing contact with right holders who, in turn, could assist in product 
identification, and in judicial and administrative proceedings.  Finally, in order to 
discourage public support for the illegal trade in counterfeit goods and pirated copyright 
works, there should be an expanded public awareness of both the value of intellectual 
property rights, and of the negative socio-economic impact of counterfeiting and piracy.

B. Need for International Cooperation

6. In addition to beneficial cooperation projects between governments and 
international organizations, there is a particular need for governments to work in tandem 
to combat cross-border infringements and illegal operations.  Such cooperation could be 
enhanced by harmonized legal frameworks and implementing procedures.  The sharing of 
information among customs agencies about exports, imports and the trans-shipment of 
goods could greatly contribute to tracking down the source of infringing goods.  
Similarly, exchange training programs for enforcement officials have proven to be 
valuable in the fight against counterfeiting and piracy.

C. Close Connection with Private International Law

7. Enforcement issues are closely related to issues concerning private international 
law.  It was stressed that there is a need for coordinated cooperation between Member 
States and international organizations.  Internet pirates, in particular, have been able to 
hide behind the lack of harmonized jurisdiction and choice of law regimes.

                                                
3 Not listed in order of importance.
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D. Lack of Public Awareness

8. One of the biggest problems Member States claimed is that consumers do not 
always realize the real dangers linked with supporting illegal trade in counterfeite goods 
or pirated copyright works.  In supporting this illegal trade, they are often directly 
supporting organized crime.  It often escapes the public that not only will legal 
employment opportunities be reduced, but that governments will not be able to realize 
certain taxes, a consequence effecting other vital areas such as health and welfare.

E. Training Needs

9. Responses cited the accelerated development of information and other 
technologies, and the rapid pace of globalization, as compelling reasons for ongoing 
training and education programs.  Legislative and judical intellectual property issues, 
resulting from existing and newly negotiated international legal instruments, can be 
complex and multifaceted.  To address these and other related issues, several responses 
suggested that Member States should develop and maintain integrated, long-term 
intellectual property education and training strategies, including related areas such as 
private international law.
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F. Judicial Issues

(a) High cost of litigation

10. Some responses reflected that frequently, right holders feel discouraged by the 
high costs of infringement litigation.  Evidentiary requirements to establish counterfeiting 
or piracy are often time consuming and costly.  The costs of litigation are also increased 
by significant time delays in obtaining interim and final relief against infringers.  A few 
responses claimed that in some Member States, the lack of intellectual property expertise 
in the judiciary and in legal representatives also have an adverse impact on gaining fair 
and timely outcomes in infringement proceedings.  These foregoing factors, together with 
insufficient rights or procedures to recover litigation costs, can serve to discourage right 
holders from attempting to enforce their rights through the legal system.

(b) Complex and slow procedures 

11. Complex and time consuming procedures can contribute to high litigation costs 
and result in undue time delays in obtaining effective and timely relief.

(c) Back logs in intellectual property offices and the non-timely publication of 
registered intellectual property rights

12. It was pointed out that back logs in the registration process of certain intellectual 
property rights, and/or the failure or delay to publish such perfected rights within a 
reasonable time, can have a negative impact on the protection of these rights and may 
further complicate infringement actions, leading to longer time delays and additional 
wasted costs.

(d) Provisional measures

13. Many responses stated that proceedings inaudita altera parte are often not 
available, are hindered by excessive restrictions and are sometimes used for abusive 
purposes.  The procedures for obtaining effective provisional measures were often seen 
as unreasonably cumbersome, costly and time-consuming.  Infringing material, or other 
evidence in cases involving the infringement of intellectual property rights, by its nature 
can be easily removed or destroyed.  Acquiring evidence is therefore often impossible in 
many cases unless searches and seizures can be conducted without prior notice to the 
infringing party.  Responses noted that many Member States still do not provide for civil 
ex parte search and/or seizure orders, or do provide for such orders but make them 
unduly burdensome to obtain.  Disproportional demands for security bonds can also 
effectively inhibit right holders from obtaining relief through provisional measures, 
whereas unreasonably short time limits for initiating legal proceedings can undermine the 
effectiveness of provisional measures.  Infringement proceedings often involve 
substantial quantities of evidence and require highly complicated preparation for their use 
in court proceedings.  Differing time periods in Member States can exacerbate this 
problem, as more and more proceedings involve crossborder piracy and must be brought 
at the same time in different Member States.
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14. Counterfeiters and pirates often accrue considerable fortunes as a result of their 
illegal activities.  There are two major obstacles preventing the use of these assets to 
compensate aggrieved right holders.  Firstly, it was noted that although most Member 
States make asset-freeze orders available to right holders, finding the assets is often 
difficult or impossible.  Financial institutions are reluctant to disclose information about 
assets even after receipt of a validly issued freeze order;  in many Member States, orders 
can only be obtained concerning known and specified bank accounts.  Secondly, ex parte
orders issued in one state may not be enforceable in another, giving the infringer time to 
transfer certain assets and/or incriminating evidence to locations not reachable by the 
right holder or the court.

G. Damages

15. Several of the responses stated that legal provisions relative to establishing, 
calculating and enforcing civil damages differ too widely from jurisdiction to jurisdiction, 
and therefore do not provide an effective deterrent.  It is very difficult to prove actual 
losses and monetary damages in most intellectual property rights infringement cases.  
Infringers are engaging in illegal activity and, therefore, most neither keep records nor 
easily discoverable supplies of goods to determine the extent of counterfeiting and piracy.  
Without sufficient deterrents on a national and global level, counterfeiters and pirates, 
who are increasingly more sophisticated in their infringing methods, will continue their 
criminal activities to the detriment of governments, right holders and the public at large.

16. Some stated that too often, the legal provisions on damages not only fail to 
adequately compensate right holders, but in fact provide powerful financial incentives for 
piracy.  For instance, damages are sometimes limited strictly to the “lost profits” of the 
right holder, or are calculated on the basis of “pirate prices” which, in practice, may 
produce a nominal sum that the counterfeiter or pirate is willing to risk as a cost of doing 
business.  Sometimes, courts let unlicensed pirates rectify their infringements simply by 
acquiring licensed copies after the infringement.

17. The amount of actual damage suffered by the right holder is often difficult and/or 
prohibitively expensive to prove.  By the very nature of counterfeiting and pirate 
activities, infringers are rarely found in possession of anything but a small fraction of the 
total number of infringing goods and often have incomplete or no records showing how 
many counterfeited or pirated copies were manufactured, offered or distributed.

18. A few responses pointed out that in some cases, there was no real deterrent in 
terms of monetary sanctions to effectively deal with flagrant cases of organized 
counterfeiting or piracy.  In such cases, compensating the right holders only for direct 
economic injury or financial loss was insufficient to remedy the total harm caused, to 
punish the infringers or to constitute an adequate deterrent.  The fact that right holders 
often cannot recover the costs of their legal actions deters right holders from attempting 
to enforce their rights.  Attorneys’ fees and costs of investigation and litigation often 
exceed the amount of damages awarded by the courts.  Some responses decried that while 
most Member States permit the right holder to apply for the recovery of fees and costs 
from an infringer, the amounts awarded and recovered rarely cover the amounts spent.
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H. Evidentiary Rules

19. Some responses underscored that in some Member States, the rules of procedure, 
and the burden of proving the ownership and subsistence of rights, were unreasonably 
burdensome and effectively hindered right holders from taking legal actions.  Right 
holders cannot always rely on reasonable samples as a method of proving that goods in 
seized shipments are counterfeited or pirated.  When seizures involve large amounts of 
infringing items, it is highly expensive and burdensome for the right holders to prove that 
each and every item among the seized goods is infringing.  To aggravate the matter, law 
enforcement authorities often are unsure about the extent to which they can share 
information and evidence with the private sector, professionals, or relevant organizations.  
These uncertainties also prevent law enforcement from benefiting from the extensive 
resources and significant technical expertise that right holders can offer.  On the other 
hand, right holders are unable to get from the infringers information about the sources of 
supply and distribution chain.  Only a few Member States provide for the necessary right 
to information which ensures that right holders can secure crucial information about the 
manufacture and distribution of counterfeit or pirated goods.

20. Most counterfeiting and piracy takes place behind closed doors.  Law 
enforcement authorities and right holders alike thus must often rely on informants for 
much of the initial information that leads to the identification of an infringer and 
subsequent gathering of direct evidence of infringement.  These informants are 
understandably reluctant to be identified, to appear in court or to sign sworn affidavits.  
Providing information of infringement could endanger their career prospects or even their 
personal safety.  It was pointed out that some Member States require sworn statements 
from named informants with direct information about infringement before a court will 
issue search or and/or seize orders for the actual evidence of the infringement.  Such high 
evidentiary thresholds can discourage individuals from providing information about 
criminal conduct of which they are aware.

21. Some responses described the need for workable legal presumptions in court 
proceedings.  This problem has become particularly acute now that hundreds of 
thousands of different infringing optical discs (CDs, CD-ROMs, VCDs, DVDs) are 
regularly seized in raids on intellectual property counterfeiters and pirates.  Requiring 
detailed and complicated proof of copyright and copyright ownership for each disc, track 
or program, can cause unwarranted loss of time, effort and money by the right holder, and 
further congestion for the judicial system as a whole.

I. Lack of Alternative Dispute Resolution Systems

22. Alternative dispute resolution mechanisms can provide the opportunity for more 
rapid and less costly results in an area where time is normally of the essence.  Responses 
underscored that such alternative dispute resolution systems are either not in place or, if 
so, they are often poorly developed and of no particular use.

J. Border Enforcement
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23. Responses asserted that for effective enforcement at the border, the challenge is to 
find the proper balance between necessary inspections of the flow of goods between 
Member States by Customs on the one hand, and the danger to obstruct this flow by the 
same inspections, creating a barrier to free trade, on the other hand.  Less inspections can 
result in a better flow of goods but, at the same time, increase the risk of more counterfeit 
goods or pirated copyright works entering the channels of commerce.  Regarding border 
enforcement, the following items were noted as difficulties which are experienced in the 
majority of Member States:

(a) The lack of cooperation from right holders following ex officio action

24. Frequently, customs officials, in their ex officio capacity, stop goods likely to be 
infringing;  afterwards, they have difficulty in tracing down the right holder or, where 
they do inform the right holder about the ex officio action, he either fails to authenticate 
the infringing goods or, alternatively, he omits to file an application for seizure or to 
institute proceedings against the infringing goods.  Without cooperation from the right 
holder, there is a risk that the infringing goods will simply be re-sold, re-labelled or re-
exported.  Responses indicated that for ex officio action to be effective, right holders 
should render the required assistance to customs officials, provide the necessary evidence 
and commence proceedings within the prescribed period.

(b) Lack of human resources, technical equipment and storing space for 
confiscated goods

25. A number of responses noted that Member States have limited funding to 
establish well staffed customs units.  They lack computer-aided information systems, and 
financing for technical equipment to create linkages with databases with information on 
right holders, for transport and for storing space to house confiscated goods.  A concept 
known as “constructive seizure” of contraband is often used due to a lack of official 
storing facilities.  This allows the infringer to retain custody of the goods pending trial or 
the outcome of an administrative case.  Often the goods are distributed anyway, causing 
harm to the right holder and possibly to the public, as well as loosing evidence of both the 
infringement and of the volume of merchandise, which is necessary to calculate damages.

(c) Infringing items are too often placed back in circulation

26. Some responses observed that infringing goods were often re-exported, returned 
to the importer upon payment of a small fine, or auctioned to the public by the seizing 
authority, sometimes without the obliteration of the offending marks.

(d) Requirements for excessive security bonds in provisional remedies

27. A few responses noted that the authorities require right owners to post 
unreasonable or repeated security bonds in relation to the targeted shipment.  In situations 
where there are multiple seized shipments, this can be cost-prohibitive and can deter 
recourse to border measures.

(e) No legal basis for ex officio action
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28. It was mentioned that some Member States do not have, as yet, the required legal 
basis to permit ex officio action by customs officials.

K. Criminal Action

(a) Instituting a criminal action

29. Several responses detailed that in most Member States, criminal actions have to 
be instituted by the right holder.  Without such intervention by the right holder, it is not 
possible to obtain criminal prosecutions or destruction orders.  Where, however, the 
legislature in a Member State has designated offenses involving intellectual property 
rights as semi-public, in view of the fact that public as well as private interests are often 
involved, the criminal prosecution may be instituted without the immediate intervention 
of the right holder.  It was urged that, in order to permit ex officio prosecution, the 
unlawful infringing practice should be contrary to the public interest, or against the 
interests of two or more persons;  and in all other cases, there would have to be a 
complaint filed by the aggrieved owner.  Officers would have to decide whether there is 
prima facie evidence upon which they could act ex officio.

Best Practices in Combating IP Counterfeiting and Piracy

The identification of best practices in combating counterfeiting and piracy has been 
undertaken by a number of international meetings and organizations. For example, a joint 
communication to the Council for TRIPS, dated 23 October 2006, circulated at the 
request of the delegations of the European Communities, Japan, Switzerland and the 
USA4, advised that “the co-sponsors are convinced that the exchange of experiences and 
best practices in the TRIPS Council involving all Members would enable all Members to 
better understand where the problems are, how they can be addressed and what the 
TRIPS Council can do.” To this end the co-sponsors of the communication, invited WTO 
Members “to engage in a constructive discussion of how to implement the enforcement 
provisions of TRIPS in a more effective manner” and “to engage in a constructive 
discussion of accompanying measures which could enhance the effectiveness of national 
implementing legislation and enforcement efforts”. In relation to developing countries 
they recommended “cooperation with recipients of technical assistance and with relevant 
international organizations, to better focus the technical assistance … in order to facilitate 
the implementation of enforcement provisions.”

A representative catalogue of best practices is contained the statement of the 2005 
Gleneagles G8 summit on Reducing IPR Piracy and Counterfeiting Through More 
Effective Enforcement5

It committed the G8 to take “further concrete steps” to:

                                                
4 WTO doc, IP/C/W/485.
5 http://www.fco.gov.uk/Files/kfile/PostG8_Gleneagles_CounterfeitingandPiracy.pdf



EC-ASEAN Intellectual Property Rights Co-operation Programme (ECAP II)

24

�x strengthen and highlight analysis of the underlying trends, issues and 
domestic and international enforcement actions;

�x promote and uphold laws, regulations and/or procedures to strengthen 
effective intellectual property enforcement, where appropriate, in areas such 
as the seizure and retention of suspected counterfeit or pirated goods, the 
destruction of such goods and the equipment used to produce them, and the 
use of clear, transparent and predictable judicial proceedings, policies and 
guidelines related to intellectual property enforcement;

�x Enhance detection and deterrence of the distribution and sale of counterfeit 
goods through the internet and combat online theft;

�x improve co-ordination of anti-counterfeiting and anti-piracy crime 
strategies, and ensure closer co-operation among enforcement officials, 
including through shared risk analysis, exchange of best practice, enhanced 
existing cooperation at international borders, and between governments and 
the private sector;

�x raise awareness among government officials and the public of the health 
risks, economic damage and growth of organized crime groups resulting 
from counterfeiting and piracy;

�x work closely with developing country partners to strengthen legislation, and 
build and help to improve national anti-counterfeiting, anti-piracy and 
enforcement capacities through shared best practices, training and technical 
assistance, to help achieve our shared development goals.


