
Unit 1 Basic Concepts of Intellectual Property

1. What is Intellectual Property?

Despite the number of international agreements and conventions dealing with intellectual 
property, none of them attempt a definition of this term, but rather list the categories of 
intellectual property within their purview. The Convention Establishing the World 
Intellectual Property Organization (WIPO) concluded at Stockholm on 14 July 1967, in 
Article 2(viii), defines intellectual property as rights relating to:

‘(1) literary, artistic and scientific works;
(2) performances of performing artists, phonograms and broadcasts;
(3) inventions in all fields of human endeavour;
(4) scientific discoveries;
(5) industrial designs;
(6) trademarks, service marks and commercial names and designations;
(7) protection against unfair competition.’

Since the date of that Convention, intellectual property rights have been considered to 
attach to plant varieties, integrated circuits, trade secrets and confidential information and 
expressions of folklore. A fuller catalogue of intellectual property rights is listed in Part II 
of the TRIPS Agreement as the subject matter of that agreement, namely: copyright and 
related rights, trademarks, geographical indications, industrial designs, patents, layout-
designs (topographies) of integrated circuits and confidential information.

Intellectual property is usually divided into two branches, namely: ‘industrial property’ 
and copyright and the rights which neighbour upon copyright. In the catalogue of rights 
contained in Article 2(viii) of the WIPO Convention, listed above, items (1) and (2) 
embrace copyright and the rights which neighbour upon copyright. The balance fall 
within the rubric of industrial property. 

2 Categories of intellectual property

2.1 Copyright and neighbouring rights
Copyright law is concerned with the protection and exploitation of the expression of ideas 
in a tangible form. Originally, the subject matter of copyright protection was printed 
literary artistic and literary works. As reprographic technology has improved protection 
has been extended to technical drawings, maps, paintings and to three-dimensional works 
such as sculptures and architectural works and to photographs and cinematographic 
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works. More recently, copyright protection has been extended to computer programmes 
and to databases, which are treated as if they are literary works or compilations of literary 
works.

The owner of a copyright work may exclude others from using it without authorisation. 
The acts which require the authorisation of the copyright owner are usually: copying or 
reproducing the work; performing the work in public; making a sound recording of the 
work; making a motion picture of the work; broadcasting a work through the 
electromagnetic spectrum or through cable diffusion; and translating or adapting the 
work. 

In addition to these rights certain ‘moral rights’ have been recognised by the Berne 
Convention for the Protection of Literary and Artistic Works. These include the right to 
claim authorship of a work and the right to object to any distortion, mutilation or other 
modification of, or other derogatory action in relation to, a work which would be 
prejudicial to an author’s honour or reputation. These moral rights usually remain with an 
author, even after the transfer of the various economic rights mentioned above. Moral 
rights could become relevant where a franchisee modifies the materials supplied by the 
franchisor.
Three kinds of rights neighbour upon copyright protection. These are the rights of
performing artists in their performances, the rights of producers of phonograms and the 
rights of broadcasting organisations in their radio and television programmes. 
In the case of a franchise, copyright will protect operating manuals, advertising material 
and the various documents supplied by the franchisor. In the operation of the franchise, 
neighbouring rights issues may be raised where music is played in the franchise premises.

2.2 Trade marks
As with copyright, patents and industrial designs, most countries have enacted statutes 
which provide for the registration and protection of trade marks. 

A trade mark is a sign which serves to differentiate the goods or services of an enterprise 
from those of other enterprises. Originally trade marks were protected for use in relation 
to goods, but in recent years the marks used in relation to services have been embraced by 
this style of protection. Some countries also provide for the registration of collective 
marks and certification marks. Collective marks are those used by a group or organisation 
to distinguish the characteristic features of products used by that group or organisation. 
Certification marks may form the same function as collective marks, but they have the 
added feature that the users of the certification have to meet a designated standard of 
good or service.

Applications for registration of a trade mark have to list the goods for which the sign is to 
be registered. Trade mark laws provide generally for a classification of goods for the 
purposes of registration. In some countries a separate application has to be made for each 
class, whereas in others one application is sufficient for several classes. Most countries 
classify the classes of goods and services for registration purposes according to the Nice 
Agreement Concerning the International Classification of Goods and Services for the 
Purposes of the Registration of Marks. 
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Finally, one or more lots of fees have to be paid for the registration of a trade mark. A 
country may provide for a single, all-encompassing fee or several application fees 
(application fee, class fee, examination fee, registration fee, etc.). 

The application is examined to ensure compliance with the formal registration 
requirements, as well as with the substantive requirement of distinctiveness. There also 
has to be a check as to whether a mark is in conflict with prior rights. After the 
publication of an application, there is an opposition process whereby an interested third 
party may protest the registration of a mark, usually on the grounds of prior rights or 
deceptive similarity with another mark. 
Upon acceptance of a mark, registration is conferred for a term of 10 years with a 
possibility for renewal. A mark will expire if a renewal is not sought. 
Removal of a mark may also be sought where its use becomes deceptive or where the 
mark becomes generic of goods or services. For example the marks ‘Vaseline’ and 
‘Gramophone’ are two examples of marks which became generic descriptions of the type 
of goods to which they were appended. 

The registered owner also has the exclusive right to transfer (assign) the mark and also to 
exploit it through the supply of goods and services bearing the mark and through 
licensing and franchising others to use the mark.

In circumstances where there is a similarity of marks, in relation to identical goods or 
services, or where the goods or services are similar in relation to which identical marks 
are used, there must exist a likelihood of the confusion of consumers. Usually, the same 
tests for confusion are used as an assessment of confusion for the purposes of registration. 
Thus as a general rule goods are similar if, when offered for sale under an identical mark, 
the consuming public would be likely to believe that they came from the same source. All 
the circumstances of the case must be taken into account, including the nature of the 
goods, the purpose for which they are used and the trade channels through which they are 
marketed, but especially the usual origin of the goods, and the usual point of sale.

Most trade mark laws make it clear that the exclusive rights in a trade mark are infringed 
by the use of that mark without the consent of the registered proprietor. The lack of 
consent has to be established by the trade mark owner. If the defendant relies upon a 
specific licence or other permission to use the mark, the defendant bears the onus of 
establishing consent.

When a trade mark owner has launched a product on the market under his mark, he 
cannot object to further sales of the product in the course of trade. This is the essence of 
the so-called principle of exhaustion of the trade mark right. Some countries do not allow 
objections to parallel imports of products marketed in a foreign country by the trade mark 
owner or by a third party with his consent. Other countries do allow such parallel imports 
to be objected to, namely by applying the principle of territoriality of rights. 

If the owner fails to renew his trade mark registration and more specifically fails to pay 
the renewal fee, this leads to the removal of the trade mark from the register. Registries 
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generally allow a grace period for payment (i.e. an agreed period of time when no 
payments are expected) of the renewal fee (usually with a surcharge). 

2.3 Geographical Indications

Constituting a specialised form of trade mark, which has been identified as the subject of 
a separate system of protection, are those marks which identify that a product or service 
originates in a country, region or particular place. The false or deceptive indication of 
source is actionable. An appellation of origin is a mark which indicates that in addition to 
the geographic source of goods, the place of origin decisively influences the character or 
quality of the goods. For example, the soil and climatic influences in a wine producing 
district, such as Burgundy or Champagne can be demonstrated to produce a wine of such 
a particular quality, that it would be deceptive to permit other wine producers to use those 
appellations of origin.

2.4 Confidential Information (Trade Secrets)

To be protected as confidential information, the information must have: (i) the necessary 
quality of confidence about it (i.e. it cannot be information already known to the public); 
(ii) it must have been imparted in circumstances importing an obligation of confidence 
(e.g. where a person is told that the information that will be communicated to them is 
confidential), or where the parties’ relationship is one of confidence (e.g. solicitor–
client); or (iii) it has been used to the detriment of the party communicating it.

2.5 Patents

A patent is a statutory privilege granted by a government to an inventor and to other 
persons deriving their rights from the inventor, for a fixed period of years, to exclude 
other persons from manufacturing, using or selling a patented product or from using a 
patented method or process. Patent rights are conferred by statute as a matter of right to 
the person who is entitled to apply for it and who fulfils the prescribed registration 
requirements. The protection secured by the registration of a patent is commonly limited 
in time, usually 20 years. At the end of the period of protection, the patented invention is 
said to be within the public domain (i.e. available for anyone to exploit).

An invention is usually defined as an idea which permits the solution of a specific 
problem in a field of technology. The applicant for the protection of an invention is 
usually the inventor or his successor in title. To obtain a patent an application is filed with 
the relevant industrial property office. The application will contain, among other things, a 
description of the invention, with any drawings referred to in the description and the 
claims made for the invention. The description must disclose the invention in a manner 
sufficiently clear and complete for it to be carried out by a person skilled in the art. The 
disclosure of the invention has to present the invention in the context of the state of the 
art. Since to be patentable the invention must offer a novel solution to a technical 



EC-ASEAN Intellectual Property Rights Co-operation Programme (ECAP II)

5

problem, the description has to relate the invention to the background art. The function of 
the claim is to define the scope of the protection which is sought.

For an invention to be protected by a patent, it must provide a novel solution to a 
technological problem, involve an inventive step and be industrially applicable. An 
invention is conventionally considered to be novel if it is unknown or unavailable to 
others prior to the date of application for the patent embodying that invention. That is, the 
invention must not be anticipated by prior art. Prior art is usually taken to comprise 
everything disclosed to the public, anywhere in the world by prior publication in a 
tangible form or in the subject country by oral disclosure, or by use in any way prior to 
the filing of the patent application.

An invention is said to involve an ‘inventive step’ if, having regard to the prior art, it 
would not have been obvious to a person having an ordinary skill in the art. In other 
words, the invention must involve a creative advance on existing knowledge. The 
requirement that an invention be industrially applicable, excludes from patent protection 
purely theoretical inventions which cannot be carried out in practice. The notion of an 
applicability which is ‘industrial’ connotes a commercial scale of application. Embraced 
within the concept of ‘industry’ are agriculture, fishing and extractive activities. 

A patent application is examined by the appropriate registration office to ensure that the 
application meets the formal registration requirements. The application may then proceed 
to examination as to substance. For example, the registration authority may institute a 
search of the patent documents of other nations and of significant technical journals and 
other publications to ensure that an applicant’s invention has not been previously 
disclosed. Some countries permit the registration of patents for inventions which have 
only been partially disclosed in prior art. Some countries confine relevant prior art to 
national disclosure, or to prior use and prior oral disclosure.

The application may be published or laid open for public inspection before a patent is 
granted. An opportunity may be given for third parties to oppose the grant of protection. 
After the examination of the application as to form and to substance and after the 
consideration of any opposition, the registration authority will decide on whether to grant 
a patent. The fact of the granting of the patent will be published in an official gazette.

In some countries patent protection is not available for all inventions. For reasons of 
national interest some countries withhold patent protection from inventions pertaining to 
agriculture, food, medical and pharmaceutical products and nuclear and computer 
technology. Because patent protection extends only to inventions of a technological 
nature, protection is generally withheld from advances relating to methods of business, 
including financial and accounting techniques, as well as from medical treatments, plant 
varieties and animal breeds. This is not the case in the USA, where patents are available 
for business ideas, including franchise ideas.

2.6 Industrial Designs



EC-ASEAN Intellectual Property Rights Co-operation Programme (ECAP II)

6

An industrial design is the ornamental or aesthetic aspect of a useful article. The WIPO 
Model Law for Developing Countries on Industrial Designs defines ‘industrial design’ as 
‘any composition of lines or colours of any three-dimensional form…[which] gives a 
special appearance to a product of industry or handicraft and [which] can serve as a 
pattern for a product of industry or handicraft’. As with patents, most countries require 
novelty or origniality. The standard of novelty varies between universal or national 
novelty. A difficult issue in designs protection is the extent to which a design must differ 
from an earlier design to be considered novel. Minor variations are usually inadequate. A 
desirable test is whether the design claimed is subjectively new in the sense that it is not 
an imitation of designs already known to the creator. The critical feature of industrial 
applicability is that the design is repeatable in commercial quantities. Thus items of 
artistic craftsmanship are outside the scope of design protection and more properly 
protectable under copyright laws.

A significant feature in the debates concerning the protection of industrial property 
designs under the TRIPS Agreement was the extent to which ‘functional’ designs, such as 
those used for motor vehicle spare parts could be protected. 

Industrial designs are usually protected against unauthorised copying or imitation for of 
periods around 10 years. 

2.7 Layout-designs (topographies) of integrated circuits

The design of the layout, or architecture, of the electrical circuit of a semi-conductor chip, 
which is transferred and fixed in a chip during its manufacture has been protected in a 
number of countries as a sui generis intellectual property right. Provision for this form of 
protection was provided for in the Treaty on Intellectual Property in Respect of integrated 
Circuits negotiated in Washington D.C. on 26 May 1989. Although this treaty did not 
meet with the approval of its sponsors, the protection of layout designs is now provided 
for in the TRIPS Agreement.

Layout designs are protected against unauthorised copying or imitation, with a defence 
for those designs arrived at by a process of reverse engineering. The term of protection 
varies from eight years in the Washington Treaty to 10 years in statutes based on the US 
or Japanese model.

2.8  Biotechnological Rights and Plant Varieties

Biotechnological invention, particularly through the practice of genetic engineering, has 
become increasingly important for agriculture and for the treatment of disease. 
Historically, the question of the patentability of ‘animate’ substances proceeded down a 
separate legal channel to that concerning the patentability of plant varieties. Originally, it 
was considered that discoveries involving living organisms and material were not 
inventions for the purposes of most patent statutes. Exceptions to this principle were 
made for micro-organisms used in fermentation and in antibiotics. However, in 1969 the 
Supreme Court of the Federal Republic of Germany ruled that animal breeding 
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techniques were patentable, provided that the technique was repeatable. See Rote Taube 
(Red Dove) (1970) 1 IIC 136.

In the United States, the courts had consistently rejected claims for the patentability of 
animate matter until the 1980 decision of the Supreme Court in Diamond v Chakrabaty 
447 US 303 (1980). In that case the Court ruled that a genetically engineered bacterium 
capable of breaking down the components of crude oil was patentable. It recognised that 
the basic test for patentability was not whether an invention involved living or inanimate 
subject matter, but whether it involved a human-made invention.

Plant breeders’ rights are of greater antiquity. From the 1920s a number of European 
countries have recognised various kinds of plant breeders’ rights. From the 1930s plant 
varieties were admitted to patent protection in the USA and Germany and subsequently in 
Austria, Belgium, France, Germany, Hungary, Italy, Japan and Sweden. In 1961 an 
International Convention for the Protection of New Varieties of Plants (UPOV 
Convention) was concluded in Paris. A matter which has exercised the minds of 
participants at diplomatic conferences to revise the UPOV Convention is whether to 
permit the simultaneous protection of plant varieties both through patent protection and 
through plant variety legislation. 

Access to biotechnology has become a pressing issue for developing countries which are 
often the genetic source of engineered varieties. A convention for the preservation of 
access to world genetic resources has become part of the international debate surrounding 
agitation for the preservation of biodiversity.

Self-Assessment Question (SAQ)
SAQ 1 : For each of the following intellectual property examples state the area of IP 
law that would be most appropriate for their protection:
1) A company wishes to ensure that no-one else can use their logo.
2) A singer wishes to assign the rights to reproduce a video she made of her concert.
3) A new way to process milk so that there is no fat in any cheese made from it.
4) A company has decided to invest in packaging, which is distinctive, and they wish 
to ensure that they have sole use.
5) A company decides to use a logo that has the same shape as its competitor but 
with a different colour.

SAQ 1 Answer:
1) Trademark
2) Related Rights
3) Patent
4) Industrial Design
5) Unfair Competition

3.  Why do Intellectual Property Rights Matter?
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The reason for States to enact national legislation, and to join as signatories to either 
(or both) regional or international treaties governing intellectual property rights 
include:

• to provide incentive towards various creative endeavors of the mind by offering 
protections;
• to give such creators official recognition;
• to create repositories of vital information;
• to facilitate the growth of both domestic industry or culture, and international trade, 
through the treaties offering multi-lateral protection.

4.  History

Historically, IP regimes have been used by countries to further what they perceive as their 
own economic interests.  Countries have changed their regimes at different stages of 
economic development as that perception (and their economic status) has changed.  For 
example, between 1790 and 1836, as a net importer of technology, the US restricted the 
issue of patents to its own citizens and residents.  Even in 1836, patents fees for 
foreigners were fixed at ten times the rate for US citizens.  Only in 1861 were foreigners 
treated on an (almost wholly) non-discriminatory basis.  

Until 1891, US copyright protection was restricted to US citizens but various restrictions 
on foreign copyrights remained in force (for example, printing had to be on US typesets) 
which delayed US entry to the Berne Copyright Convention until as late as 1989.

Numerous countries have at times exempted various kinds of invention in certain sectors 
of industry from patent protection.  Often the law has restricted patents on products 
confining protection to processes for their production.  Typically these sectors have been 
foodstuffs, pharmaceuticals and chemicals, based on the judgement that no monopoly 
should be granted over essential goods, and that there is more to be gained by 
encouraging free access to foreign technology, than by potentially stimulating invention 
in domestic industry.  This approach was adopted by many countries which are now 
developed in the 19th Century, and for some until late in the 20th Century, and also in the 
East Asian countries (such as Taiwan and Korea) until relatively recently.  

Intellectual property, and patents in particular, have often been politically contentious.  
Between 1850 and 1875, a debate raged in Europe, both in academic and political circles, 
on whether the patent system was a blight on free trade principles or the best practical 
means of stimulating inventions.  

In Switzerland in the 1880s, industrialists did not want a patent law because they wished 
to continue to use the inventions of foreign competitors.  Switzerland did eventually 
adopt a patent law, with various exclusions and safeguards, not because most Swiss 
thought there was any net benefit to be had from allowing foreign patents, but because 
Switzerland came under intense pressure, particularly from Germany, to do so and did not 
wish to invite retaliation from other countries.  Safeguards adopted included provisions 
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for compulsory working and compulsory licensing which enabled the government to 
enforce production in Switzerland by one means or another, if it so desired.  In addition, 
chemicals and textile dyeing were excluded from patent protection.  Elsewhere in Europe 
the proponents of the patent system also largely won the argument, just as the free trade 
movement waned in the face of the Great Depression in Europe.  

In the recent history of development are the countries in East Asia which used weak 
forms of IP protection tailored to their particular circumstances at that stage of their 
development.  Throughout the critical phase of rapid growth in Taiwan and Korea 
between 1960 and 1980, during which their economies were transformed, both countries 
emphasised the importance of imitation and reverse engineering as an important element 
in developing their indigenous technological and innovative capacity.  Korea adopted 
patent legislation in 1961, but the scope of patenting excluded foodstuffs, chemicals and 
pharmaceuticals.  The patent term was only 12 years.  It was only in the mid-1980s, 
particularly as a result of action by the US under Section 301 of its 1974 Trade Act, that 
patent laws were revised, although they did not yet reach the standards to be set under 
TRIPS.  A similar process took place in Taiwan.  In India, the weakening of IP protection 
in pharmaceuticals in its 1970 Patent Act is widely considered to have been an important 
factor in the subsequent rapid growth of its pharmaceutical industry, as a producer and 
exporter of low cost generic medicines.

The general lesson history shows us is that countries have been able to adapt IPR regimes 
to facilitate technological learning and promote their own industrial policy objectives.  
Because policies in one country impinge on the interests of others, there has always been 
an international dimension to debates on IP.  The Paris and Berne Conventions 
recognised this dimension, and the desirability of reciprocity, but allowed considerable 
flexibility in the design of IP regimes.  With the advent of TRIPS, a large part of this 
flexibility has been removed.  Countries can no longer follow the path adopted by 
Switzerland, Korea or Taiwan in their own development.   The process of technological 
learning, and of progressing from imitation and reverse engineering to establishing a 
genuine indigenous innovative capacity, must now be done differently from in the past.   

5.  Impacts of IP

Policies and legislation related to protection of IPR should be as important instruments in 
the economic, social, scientific and technological development strategy of the country, 
both for the short and long-term. Efficient and effective protection of intellectual property 
rights is vital for the development of the domestic economy, for promoting foreign 
investment, for the transfer and dissemination of technology, and for increasing local jobs 
and income as well as facilitating the integration of the national economy into regional 
and global economies.
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Recent surveys of the role of IP in promoting innovation and economic development, eg 
by the World Bank1 and the UK Commission on Intellectual Property Rights2 have 
indicated that the role which IP might play in will depend upon the size of the economy.

Analysis of the available evidence on the impact of IPR regimes on developing, or 
developed countries, is a complex task.  The capacity of countries to develop their own 
process of technological innovation and to enable them to absorb effectively technologies 
developed abroad is dependent on a large number of elements.  It requires an effective 
education system, particularly at the tertiary level, and a network of supporting 
institutions and legal structures.  It also requires the availability of financial resources, 
both public and private, to pursue technological development.  

6. IP and Technology Transfer

The Preamble to TRIPS notes the particular needs of developing countries in the context 
of technological improvement, stating: 

‘Recognizing the underlying policy objectives of national systems for the 
protection of intellectual property, including developmental and technological 
objectives; 
Recognizing also the needs of the least-developed country Members in respect of 
maximum flexibility in the domestic implementation of laws and regulations in 
order to enable them to create a sound and viable technological base.’ 

Thus, the agreement recognises both that technological development is an IPR-related 
policy objective of all nations and that the least-developed countries (LDCs) have 
particular foundational needs in terms of creating a technological base. The former point 
suggests that IP standards may be structured, within the framework of TRIPS, in ways 
that enhance technology acquisition and diffusion, without regard to development level. 
The latter point recognises that the LDCs should deploy ‘maximum flexibility’ in their 
intellectual property rights in order to benefit sufficiently from foreign technologies and 
that they may be able to establish the kind of manufacturing and marketing competence 
to permit their entry onto the lower rungs of the global technology ladder. 

Article 7 states technology transfer as a basic objective of TRIPS in providing that: 
‘The protection and enforcement of intellectual property rights should contribute 
to the promotion of technological innovation and to the transfer and dissemination 
of technology, to the mutual advantage of producers and users of technological 
knowledge and in a manner conducive to social and economic welfare, and to a 
balance of rights and obligations.’ 

                                                
1 C. Fink/K. Maskus (eds.), Intellectual Property and Development: Lessons from Recent Economic 

Research (2005, World Bank), available at: 
http://www.worldbank.org/research/IntellProp_temp.pdf

2 UK Commission on Intellectual Property Rights, Integrating Intellectual Property Rights and 
Development Policy (London: CIPR, 2002).
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How broadly one should interpret the scope of this objective is subject to debate. It has 
been argued that the regimes adopted not only by developing countries but also those by 
developed countries and those reached in bilateral and multilateral consultations should
promote technology transfer and diffusion. The substantive obligations of TRIPS could 
be read against this objective. Article 8.1 permits countries to take measures ‘…to 
promote the public interest in sectors of vital importance to their socio-economic and 
technological development…’.

Article 8.2 recognises that countries may wish to adopt policies: 
‘…to prevent the abuse of intellectual property rights by rights holders or the 
resort to practices which unreasonably restrain trade or adversely affect the
international transfer of technology.’ 

The language again recognises the centrality of technology transfer as an objective for the 
intellectual property system. 

The most direct language on technology transfer arises in Article 66.2, which states: 
‘Developed country Members shall provide incentives to enterprises and 
institutions in their territories for the purpose of promoting and encouraging 
technology transfer to least-developed country Members in order to enable them 
to create a sound and viable technological base.’ 

It requires only developed countries to provide such incentives, and only on behalf of the 
LDCs. No obligations or rights are created for the developing and transition countries. 
Thus, developed nations must find means to define and provide such incentives. Also, 
while the incentives involved must promote and encourage technology transfer the 
language does not say they must actually achieve increases in technology transfer. 
Indeed, governments cannot coerce private firms to take up these incentives. 

Recognising that developing countries and LDCs would face considerable difficulties in 
implementing TRIPS, Article 67 obligates the developed countries to technical assistance 
covering the entire agreement: 

‘In order to facilitate the implementation of this Agreement, developed country 
Members shall provide, on request and on mutually agreed terms and conditions, 
technical and financial cooperation in favour of developing and least-developed 
country Members. Such cooperation shall include assistance in the preparation of 
laws and regulations on the protection and enforcement of intellectual property 
rights as well as on the prevention of their abuse, and shall include support 
regarding the establishment or reinforcement of domestic offices and agencies 
relevant to these matters, including the training of personnel.’ 

There is no mention here of technology transfer or dissemination. Presumably, however, 
its scope extends to means of making Article 66.2 effective, at least for LDCs. In this 
context, technical assistance should extend to programs improving the ability of LDCs to 
attract and absorb technology transfer. 

Intellectual property played a significant role in the WTO Ministerial Meeting, which 
concluded at Doha on 14 November 2001 at which the development agenda of the WTO 
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was formulated. The Ministerial Declaration, which was issued at Doha in Article 19 
instructed the Council for TRIPS, in pursuing its work programme including the review 
of the implementation of the TRIPS Agreement under Article 71.1 to be ‘guided by the 
objectives and principles set out in Articles 7 and 8 of the TRIPS Agreement and shall 
take fully into account the development dimension.’

There is an argument for linking Article 66.2 and Article 67 to Article 71 as a positive 
obligation. Specifically, developing countries could argue that building a ‘sound and 
viable technological base’ (Article 7) requires institutional reforms (including 
implementing and enforcing intellectual property rights), infrastructure, and an effective 
science and technology policy, all of which are costly. Thus, developing countries could 
commit to making a good faith effort to improving the environment for technology 
transfer if developed countries are prepared to offer much more technical assistance and 
sustainable funding for such reforms. 

Donor countries and organisations could consider establishing special trust funds for the 
training of scientific and technical personnel, for facilitating the transfer of technologies 
that are particularly sensitive for the provision of public goods, and for encouraging 
research in developing countries.

TRIPS Article 40 sets out a general right for countries to establish and enforce anti-
monopoly policies for purposes of combating abusive technology licensing practices. 
Remedies may include a variety of restrictions on behaviour and the exercise of 
intellectual property rights, including compulsory licensing to expand competition, a 
practice that is central to US competition policy. 

7. Enforcement of IPRs

A critical determinant of investment and technology transfer is the availability to 
investors and transferees of an effective enforcement regime. One of the principal 
motives for including intellectual property rights as a subject of the Uruguay Round of 
the GATT was the perception that the existing international intellectual property regime 
lacked effective enforcement. The Ministerial Declaration of 20 September 1986 which 
launched the Uruguay Round explained that:

‘In order to reduce the distortions and impediments to international trade, and 
taking into account the need to promote effective and adequate protection of 
intellectual property rights, and to ensure that measures and procedures to enforce 
intellectual property rights do not themselves become barriers to legitimate trade, 
the negotiations shall aim to clarify GATT provisions and elaborate as appropriate 
new rules and disciplines.
Negotiations shall aim to develop a multi lateral framework of principles, rules 
and disciplines dealing with international trade in counterfeit goods, taking into 
account work already undertaken in the GATT.’



EC-ASEAN Intellectual Property Rights Co-operation Programme (ECAP II)

13

Consequently, Part III of the TRIPS Agreement obliges Members to establish a 
comprehensive enforcement regime. 

The five paragraphs of Article 41 enunciate the general enforcement obligations which 
are incumbent upon Members. Articles 42 to 50 set out the civil and administrative 
procedures and remedies which are required to be offered intellectual property rights 
holders.  Article 61 requires the institution of criminal procedures and remedies in the 
case of wilful trademark counterfeiting or copyright piracy on a commercial scale’. A 
significant innovation is the scheme for the border control of intellectual property 
counterfeiting which is contained within Articles 51 to 60, which is discussed in the next 
chapter. As a corollary to the enforcement provisions of the Agreement, measures are 
adopted in Articles 63 and 64 for the establishment of multilateral consultation and 
dispute settlement procedures. 
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